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REMARKS 

In the Office Action, the Examiner notes that claims 1-16 are pending In 
this Application and that claims 1-15 stand rejected. By this rei jonse, all claims 
continue unamended. 

In view of the following discussion, the Applicant submit?, that none of the 
claims now pending in the application are anticipated under the provisions of 35 
U.S.C. §102 or obvious under the provisions of 35 U.S.C. §103 Thus, the 
Applicant believes that all of these claims are now in allowable orm. 

REJECTIONS 

A. 35 U.S.C. §102 

The Examiner has rejected claims 1, 5 and 9-12 under :'5 U.S.C. § 102(b) 
as being anticipated by Machemer et al. (U.S. Patent No. 5,51 ,173, issued April 
30, 1996, hereinafter " Machemer "). The rejection is respectfully traversed. 

The Examiner alleges that regarding claim 1, Macheme i teaches a 
method for managing adjunct access for a circuit in a network nanagement 
system, the method comprising the step of providing a respecli^e manageable 
link representing each non-managed portion of the circuit, responsive to a 
determination that a non-managed portion of the circuit exists. The Applicant 
respectfully disagrees. 

The Applicant's invention, as defined in claim 1 (and sir ilarly in claims 5. 

9, and 12) recites: 

"A method for managing adjunct access for a cir uit in a 
network management system, the method comprising 1. e step of: 

providing a respective manageable link nepreset ing each 
non-managed portion of the circuit, responsive to a det rmination 
that a non-managed portion of the circuit exists." (emp ■ asis added) 
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"Anticipation requires the presence in a single prior art reference 
disclosure of each and everv element of fr » nlaimed invention. ; trranged as in the 
claim" fLindemann Maschinenfabri k GmbH v. American Hoist B Derrick Co. , 730 
F.2d 1452, 221 U.S.P.Q. 481, 485 (Fed. Cir. 1984) (citing Com 1 3» V- Sears, 
Roebuck & Co.. 722 F.2d 1542, 220 U.S.P.Q. 193 (Fed. Cir. 11 33)) (emphasis 
added). The Reed reference fails to disclose each and everv e' \ irnent of the 
claimed invention, as arranged in the claim. 

In support of at least claim 1, the Applicant, in the specil cation, 
specifically recites: 

"It should be noted that the present invention .oes not require a 
specific communication service type. Moreover, a specific type of service 
may not be requested by a customer, such as a custoi er merely seeking 
a circuit path from a point of origination to a pc nt of destination. 
Therefore, those skilled in the art and informed by thi teachings of the 
present invention will be readily able to adopt any appn priate service type 
for use with the present invention." (See Specification, :>age 4, lines 1-7). 

"By connecting a first Portion A, a second Pc tion B and a final 
Portion N via links, a continuous managed circuit is pr vided allowing the 
circuit 100 to be identified in the lEC's netw ork manaj, jrnent system with 
one circuit identifier as opposed to a circuit identifier foi each portion of the 
circuit. In addition, the automated design proces works efficiently 
because circuit 100 is managed from first Portion A to final Portion N. 
Also, alarm monitoring for circuit 100 is complete because each portion of 
circuit 100 is managed because the links provide a jontinuous circuit." 
(See Specification, page 6, lines 14-21). 

"Referring now to FIG. 2, a circuit between a soi ce and destination 
has been provisioned via a first portion A, a second Portion B and a final 
Portion N. A bridge between the first Portion A and sscond Portion B is 
formed using a n adjunct access portion 101. ill ustrate sly a Lo cal Access 
Transport Area 102. That is, the managed portions first portion A and" 
second portion B) proximate the non-managed portioi 101/102 are used 
to bridge the non-managed portion. It is noted tha the non-managed 
portion may comprise an adjunct access area 101, a leased facilities 
portion 103, or other non-managed portion of a cin .jit. The invention 
operates to characterize the non-managed portion as a manageable 
network element such as a link, thereby enabling nc- work management 
system control of all portions of the provision*. id circuit." (See 
Specification, page 7, lines 4-15). 
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As evident from the Applicant's disclosure (at least the ». ctions provided 
above) and the Applicant's claims, the Applicants invention is r rected, at least in 
part, to providing a manageable link representing, in a network i nanagement 
system, each non-managed portion of a circuit in response to f determination 
that a non-managed portion of the circuit exists, wherein the pi sent invention 
does not require a specific communication service type. As illustrated in the 
Applicant's specification, by connecting a first portion, a second portion, and a 
final portion of a circuit via respective, representative links, a ontinuous 
managed circuit is provided allowing the circuit to be identified n a network 
management system with one circuit identifier as opposed to & circuit identifier 
for each portion of the circuit. To further clarify the invention o at least claim 1 , 
the Applicant, in the specification, specifically recites: 

"It is noted that the sixth link LNKf spans an a .junct access area 
portion 101 between the first Portion A and second Poi on B of the circuit. 
Since, in the embodiment of FIG. 1, the adjunct access area portion 101 is 
under the control of a local exchange carrier (LEC), tl j LEC provides its 
own equipment to bridge between the first Portion A ami second Portion B 
of the circuit. However, the adjunct access area portio 1 101 is considered 
non-managed by the interexchange carriers (IEC) ne work management 
system since the IEC network management system h*is no knowledge of 
the equipment used by the LEC to connect the fire Portion A to the 
second Portion B of the circuit. Thus, by using a sixth link LNKe to 
connect the first Portion A to the second Portion B of :he circuit, the IEC 
has made a non-managed portion of the circuit become a managed entity 
within the I EC's Network Management System. (See Specification, page 
5, lines 12-21). 

Specifically in the extract of the disclosure cited above, tie Applicant 
further clarifies how a non-managed portion of a circuit is recc lfigured in a 
network management system to be considered a managed ei ity by the network 
management system. 

In contrast to the invention of the Applicant, Machemei does not teach, 
suggest or disclose "providing a respective manageable link r ^presenting each 
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non-managed portion of the circuit, responsive to a determination that a non- 
managed portion of the circuit exists" as taught by the Applican s specification 
and claimed in at least the Applicant's claim 1 . In particular, the Machemer 
reference discloses "a data link access unit for insertion into a " 1 span 
supporting the extended superframe (ESF) format", wherein the data link access 
unit "includes an interface for accessing the frames of digital d< a carried by the 
T1 span in ESF format (including the data link bits) and calculaling performance 
monitoring data for the T1 span." (See Machemer, Abstract), l Machemer, a 
data link access unit is inserted in a T1 span for interfacing a n n-ESF 
compatible unit with an ESF compatible unit. The data link ac< sss unit of 
Machemer includes a framer that converts frames of data from SF format to ESF 
format In addition, the data link access unit in Machemer includes an interface 
for accessing the frames of digital data carried by the T1 span in ESF format and 
calculating performance monitoring data for the T1 span. The nvention of 
Machemer relies on inserting an additional component in a cin.jitfor interfacing 
units having non-ESF formats with units having ESF formats and for providing 
performance monitoring capabilities using the ESF informatior As such, 
because of the addition of the data link access unit a circuit mi st be redesigned 
to accept this additional component taught in Machemer whid may introduce 
additional sources of noise and other detrimental factors to a <. rcuit. The 
Applicant's submit that the addition of an additional componem in a T1 span for 
interfacing units having non-ESF formats with units having ES : formats and for 
providing provisioning information does not anticipate "providhg a respective 
manageable link representing each non-managed portion of tl 2 circuit, 
responsive to a determination that a non-managed portion of 1 lie circuit exists" as 
taught in claimed by the Applicant's invention. In contrast, the invention of the 
Applicant does not rely on adding additional components to a circuit. In the 
invention of the Applicant, a nmwnan aqed portiojl -OJLajsiJLCulL.? represented by a 
manageable link in a network management system, thereby enabling network 
management system control of all portions of the provisioned nlrcuit (without the 
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need to add additional components). The teachings of Machen er for the 
addition of a data link access unit do not anticipate the providin ; of a 
manageable link representing each non-manageable link in a ristwork 
management system as taught and claimed in the Applicant's i vention. 

The Applicant respectfully submits that Machemer falls 1. - teach each and 
every element of the Applicant's claimed invention. Machemei rails to teach 
"providing a manageable link representing each non-managed iwrtion of the 
circuit" as claimed in at least the Applicant's claim 1. More sp< Really, the 
teaching of Machemer for the insertion of a data link access ur t into a T1 span 
does not anticipate the Applicant's invention for providing a ms. lageable link for 
each non-managed portion of a circuit, such that each non-ma aged portion of a 
circuit is depicted in a network management system as a man? iged entity. 
Nowhere in the Machemer reference is there any teaching, suggestion or 
disclosure for providing a manageable link representing ea : h non-managed 
portion of the circuit as taught by the Applicant's specificatic and claimed in at 
least the Applicant's claim 1 . Even further, Machemer fails to jach managing 
adjunct access for a circuit in a network management system "'herein the 
network management system manages the entire circuit whicl includes the 
manageable link representing each non-managed portion of tt ? circuit. As 
previously mentioned, the Machemer reference merely teachei; inserting an 
additional component into a circuit, the additional component enabling interfacing 
of ESF and non-ESF components and enabling performance monitoring. 

Additionally, the invention of Machemer requires a spei. fic communication 
service type. That is, the invention of Machemer relies on ESI format for 
providing the performance monitoring in Machemer. In contrast, the invention of 
the Applicant does not require a specific communication servii a type. 

Even further, there is absolutely no teaching, suggestion or disclosure in 
Machemer that a manageable link is provided for representing each non- 
managed portion of a circuit "in response to a determinatioi i that a non- 
managed portion of the circuit exists" as claimed in at leas the Applicant's 
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claim 1. The invention of Machemer does not teach determinin ;i that a non- 
managed portion of a circuit exists as taught in the Applicant's specification and 
claimed in at least the Applicant's claim 1. As such, for at leasl :he reasons 
stated above, the Applicant respectfully submits that Macheme fails to teach 
each and every element of the claimed invention, as arranged nithe claim, and 
as such fails to anticipate the invention of the Applicant 

Therefore, the Applicant submits that independent claim 1 is not 
anticipated by the teachings of Machemer and, as such, fully s tisfies the 
requirements of 35 U.S.C. § 102 and is patentable thereunder. 

Likewise, independent claims 5, 9 and 12 recite similar i jlevant features 
as recited In independent claim 1 . As such, the Applicant subr its that 
independent claims 5, 9 and 1 2 are also not anticipated by the cachings of 
Machemer and also fully satisfy the requirements of 35 U.S.C. j 102 and are 
patentable thereunder. 

Furthermore, dependent claims 10-1 1 depend directly fi )m independent 
claim 9 and recite additional features therefor. As such and fc at least the 
reasons set forth herein, the Applicant submits that dependen l claims 10-11 are 
also not anticipated by the teachings of Machemer. Therefore! Ihe Applicant 
submits that dependent claims 10-1 1 also fully satisfy the reqi rements of 35 
U.S.C. § 102 and are patentable thereunder. 

The Applicant reserves the right to establish the patentability of each of 
the claims independently in subsequent prosecution. 

B. 35 U.S.C. §103 

The Examiner rejected claims 2-4, 6-8, and 13-15 und« • 35 U.S.C. ? 
§l03(a) as being unpatentable over Machemer In view of Chrh.tie (U.S. Patent 
No. 6,201,812, issued March 13, 2001, hereinafter "Christie") ind further in view 
of Owens et al. (U.S. Patent No. 6,415,150, issued July 2, 201 1 2, hereinafter 
"Owens"). The rejection is respectfully traversed. 
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Claims 2-4 depend from independent claim 1 and recite dditional 
features thereof. For example, claim 2, when combined with in. ependent claim 
1 , recites: 

"A method for managing adjunct access for a circ it in a 
network management system, the method comprising th:» step of: 

providing a respective manageable link represent ig each 
non-managed portion of the circuit, responsive to a dete mination 
that a non-managed portion of the circuit exists wherein uach 
respective manageable link is coupled to at least one of i Digital 
Cross Connect (DCS), a Light wave Guided Cross Com sets (LGX), 
and a Distribution Drop Point (DDP)." (emphasis added; 

The test under 35 U.S.C. §103 is not whether an improvement or a use 
set forth in a patent would have been obvious or non-obvious; ather the test is 
whether the claimed invention, considered as a whole , would \ ive been obvious. 
Jones v. Hardv . 110 U.S.P.Q. 1021, 1024 (Fed. Cir. 1984) (err ihasis added). 
Moreover, the invention as a whole is not restricted to the spei fie subject matter 
claimed, but also embraces its properties and the problem it si ■ ves. In re Wright, 
6 U.S.P.Q. 2d 1959, 1961 (Fed. Cir. 1988) (emphasis added). 

As discussed above, the Machemer reference merely d scloses the 
addition of a data link interfacing unit to a T1 span to enable tt • j interfacing of 
units having SF formats with units having ESF format and for using ESF format 
to provide performance monitoring. Nowhere in the Machemei reference is there 
any teaching or suggestion of "providing a respective manage ■ ble link 
representing each non-managed portion of the circuit, respon: . ve to a 
determination that a non-managed portion of the circuit exists ' That is, as 
discussed above, the teachings of Machemer do not suggest, each or describe 
the Applicant's invention at least with regard to the Applicant"? claim 1. 
Therefore, at least because the teachings of Machemer do no I suggest, teach or 
describe the invention of the Applicant regarding claim 1 , the , ' .pplicant 
respectfully submits that the teachings of Machemer also do i at teach, suggest, 
or describe the invention of the Applicant regarding depender claims 2-4 and do 
not render the Applicant's claims 2-4 obvious. 
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In addition, the Applicant respectfully submits that the te, chings of Christie 
and Owens, alone, also do not suggest, teach or describe the Applicant's 
invention at least with regard to claim 1. In particular, the Chris lie reference 
merely discloses that digital cross connect (DCS) equipment m iy be utilized to 
connect the wiring from one network to another network (see Christie, column 2. 
lines 41-49). Moreover, the Owens reference merely discloses such DCS 
equipment may include LGX, DDP, Light span, among others i ee Owens, 
column 6, lines 6-27, and column 8, lines 5-24). However, the Christie and 
Owens references fail to teach or suggest "providing a respect re manageabje 
link representing each non-managed portion of the circuit, resf. jnsive to a 
determination that a non-managed portion of the circuit exists" js claimed in at 
least the Applicant's claim 1. 

The Applicant further submits that there is no suggestio ■ or motivation to 
combine the teachings of Machemer, Christie and Owens. 

For prior art reference to be combined to render obviou = a subsequent 
invention under 35 U.S.C. § 103, there must be something in 1. ,e prior art as a 
whole which suggests the desirability, and thus the obviousness, of making the 
combination. Uniroval v. Rudkin-Wilev. 5 U.S.P.SQ.2d 1434, 1 138 (Fed. Cir. 
1988). The teachings of the references can be combined only if there is some 
suggestion or incentive in the prior art to do so. In re Fine. 5 U S.P.SQ.2d 1596, 
1599 (Fed. Cir. 1988). Hindsight is strictly forbidden. It is impermissible to use 
the claims as a framework to pick and choose among individu I references to 
recreate the claimed invention \± at 1600; W.L Gore Associa as, Inc., v. 
Garlock, Inc. , 220 U.S.P.Q. 303, 312 (Fed. Cir. 1983). 

Moreover, the mere fact that a prior art structure could e modified to 
produce the claimed invention would not have made the modi cation obvious 
unless the prior art suggested the desirability of the modificati n. In re Fritch. 23 
U.S.P.Q.2d 1780, 1783 (Fed. Cir. 1992); In re Gordon . 221 U 5.P.Q. 1125, 1127 
(Fed. Cir. 1984). 
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The Applicant further submits that even if there was a motivation or 
suggestion to combine the references (which the Applicant beli ves that there is 
none), the teachings of the Christie and Owens references fail 1 > bridge the 
substantial gap between the Machemer reference and the Applicants invention 
at least with respect to claim 1. Again, the Christie reference n isrely discloses 
that digital cross connect (DCS) equipment may be utilized to c onnect the wiring 
from one network to another network (see Christie, column 2, l les 41-49). 
Moreover, the Owens reference merely discloses such DCS e<.,jipment may 
include LGX, DDP, Light span, among others (see Owens, col.imn 6, lines 6-27, 
and column 8. lines 5-24). However, the Christie and Owens r .ferences fail to 
teach or suggest "providing a respective manageable link representing each non- 
managed portion of the circuit, responsive to a determination fl at a non- 
managed portion of the circuit exists" as recited in at least the Applicant's claim 
1. 

Again, even if the three references could somehow be i iDerably combined, 
the combination of Machemer, Christie and Owens merely dis> lose a T1 span 
comprising a data link access unit for interfacing at least Digits: Cross Connects, 
Light wave Guided Cross Connects or Distribution Drop Point! Thus, the three 
references fail to teach or suggest, either singularly or In comk nation, the 
Applicant's invention as a whole . That is, the combination of r ferences fails to 
solve the problems in a manner as recited by the Applicant's c aim 1 . 
Specifically, the Applicant's invention allows a circuit having adjunct access and 
leased facility portions to be on one circuit such that the entire sircuit may be 
managed by a Interexchange carrier (IEC) such as a long disl nee service 
provider. The combination of Machemer, Christie, and Oweni simply do not 
teach, suggest or disclose at least a manageable link represe ting each non- 
managed portion of the circuit as taught and claimed by the Applicant's invention. 
Therefore, the combined references fail to teach the Applican s invention asa. 
whole at least with respect to the Applicants claim 1 . 
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Therefore, at least because the teachings of Machemer, Christie and 
Owens, alone or in any allowable combination, do not teach, si jgest, or describe 
the invention of the Applicant regarding at least claim 1 as disc ssed above, the 
Applicant respectfully submits that the teachings of Machemer, DhristJe and 
Owens, alone or in any allowable combination, also do not tea..-i, suggest, or 
describe the invention of the Applicant regarding claims 2-4, wlich depend either 
directly or indirectly from independent claim 1 , and do not rend . =r the Applicant's 
claims 2-4 obvious. 

As such, the Applicant submits that claims 2-4, as they i ow stand, are not 
obvious and fully satisfy the requirements under 35 U.S.C. §1C J and are 
patentable thereunder. 

Furthermore, dependent claims 6-8 and 13-15 respect*, i ly depend from 
independent claims 5, 9, and 12, which recite similar limitation : as recited in 
independent claim 1 . As such, and at least for the same reasi is as discussed 
above, the Applicant submits that these dependent claims are also not obvious 
with respect to the teachings of Machemer, Christie and Ower i, alone or in any 
allowable combination. Therefore, the Applicant submits that : II these 
dependent claims also fully satisfy the requirements under 35 U.S.C. §103 and 
are patentable thereunder. 

Therefore, the Applicant respectfully requests that the i ejections be 

withdrawn. 

The Applicant reserves the right to establish the patenl . bility of each of 
the claims independently in subsequent prosecution. 

CONCLUSION 

Thus, the Applicant submits that none of the claims pn. sently in the 
application are anticipated under the provisions of 35 U.S.C. || 102 or obvious 
under the provisions of 35 U.S.C. § 103. Consequently, the / , Dplicant believes 
that all these claims are presently in condition for allowance. Accordingly, both 
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reconsideration of this application and its swift passage to issu- i are earnestly 
solicited. 

If, however, the Examiner believes that there are any uruesolved issues 
requiring adverse action in any of the claims now pending in th : application, it is 
requested that the PvaminwWflphnnH Mr. Jorge Tonv Villabor at (732) 530- 
9404 x1 131 or Mr. Eamon J. Wall at (732) 530-9404 so that ap i iropriate 
arrangements can be made for resolving such issues as expec tiously as 
possible. 



Respectfully submitte , , 



Eamon J. Wall Oc> ^C$aL 

Reg. No. 39,414 ' 2 q . ^fcfc 

(732) 530-9404 <%j> - 



CUSTOMER #26,291 
Moser Patterson & SHERIDAN, LLP 
595 Shrewsbury Avenue, Suite 100 
Shrewsbury, New Jersey 07702 
732-530-9404 - Telephone 
732-530-9808 - Facsimile 
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